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DETAILED ACTION 

Claim Objections 

1 . Claim 8 is objected to because of the following informalities: the status indicator 
of claim 8 labels the claim is "withdrawn and currently amended". This claim was part of 
the elected group I of claims 1-8. The claim will be examined. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 -5 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Ford et al (WO 94/06839 hereinafter referred to as '839) in view of Tinkelenberg et 
al (EP0 107 260 A1). 

3. '839 discloses urea-aldehyde (aminoplast) binder precursors with an 
aldehyde/urea ratio preferably ranging from about 1 .0 to 2.0 [abstract] and comprising a 
cocatalyst consisting essentially of a Lewis acid and a salt selected from the group 
consisting of ammonium ion salts and organic amine salts [abstract]. When the organic 
amine salts are used, there will necessarily be less than 6wt% of an ammonium salt in 
the catalyst. Urea-formaldehyde is the preferred urea-aldehyde [page 10 lines 22-24]. 
The acidic catalyst is chosen from a group including formic acid [page 21 line 34] which 
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has a pK a of 3.74. The pH of the binder precursor should range from about 2 to about 7 
[page 21 lines 30-31]. 

4. The range of pH of the binder precursor in '839 overlaps the corresponding 
claimed range. In the case where the claimed ranges overlap or lie inside ranges 
disclosed by the prior a prima facie case of obviousness exists In re Wertheim, 541 F.2d 
257, 191 1 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 
(Fed.Cir. 1990). 

5. The range of aldehyde/urea ratio in '839 does not overlap the claimed range of 
F/(NH 2 ) 2 of up to 0.95. 

6. Tinkelenberg teaches that it is known that formaldehyde emission can be 
reduced by using as binder a urea-formaldehyde resin or melamine-urea-formaldehyde 
resin with a low molar ratio between the formaldehyde and the amino groups (urea) 
present [page 1 lines 5-8]. Tinkelenberg discloses chipboards comprising a binder of a 
urea-formaldehyde resin with a molar formaldehyde-to-amino groups ratio between 0.25 
and 0.625 and a catalyst comprising a mixture of a latent catalyst and a strong acid 
[abstract]. This molar formaldehyde-to-amino groups ratio corresponds to a F/(NH 2 )2 
ratio of 0.5 to 1 .25. 

7. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made prepared an adhesive composition comprising a formaldehyde- 
containing aminoplast resin and a catalysing compound with a F/(NH 2 )2 ratio lower than 
or equal to 0.95 because '839 teaches that it is within the skill of the art to prepare a 
composition comprising a urea-aldehyde resin and a catalysing compound with a 



Application/Control Number: 10/565,963 Page 4 

Art Unit: 1796 

F/(NH 2 )2 ratio of about 1 .0 to 2.0 and Tinkelenberg teaches that it is within the skill of 
the art to prepare a urea-aldehyde composition with a F/(NH 2 )2 ratio of 0.5 to 1 .25. One 
would have been motivated to lower the F/(NH 2 )2 ratio of '839 to the ratio taught be 
Tinkelenberg because Tinkelenberg teach that lowering this ratio will lower 
formaldehyde emission, which is safer and is a benefit for the environment. Absent any 
evidence to the contrary, there would have been a reasonable expectation of success in 
using a lower F/(NH 2 )2 ratio in the composition of Ford '839. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ford et al 
(WO 94/06839 hereinafter referred to as '839) in view of Tinkelenberg et al (EP 0 107 
260 A1 ) and further in view of Wagner (US 4,282,135). 

9. '839 does not disclose acetic acid as a catalyzing compound in the binder 
precursor. 

1 0. Wagner discloses that aminoplast formation may be activated by known 
condensation catalysts including formic acid and acetic acid [10:4-10]. Wagner 
teaches, henceforth, that formic acid and acetic acid are functional equivalents for the 
purpose of catalyzing aminoplast formation. It is prima facie obvious to substitute art- 
recognized functional equivalents known for the same purpose. See MPEP § 2144.06. 

11. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have used acetic acid as the catalyst in an aminoplast binder 
precursor is low ammonium salt content and low F/(NH 2 )2 because '839 teaches that it 
is within the skill of the art to prepare an aminoplast binder precursor with a formic acid 



Application/Control Number: 10/565,963 Page 5 

Art Unit: 1796 

catalyst and Wagner teaches that it is within the skill of the art to form an aminoplast 
with an acetic acid catalyst. One would have been motivated to do this because 
Wagner teaches that formic acid and acetic acid are functional equivalents for forming 
aminoplasts. Absent any evidence to the contrary, there would have been a reasonable 
expectation of success in using acetic acid as the catalyst in the binder precursor of 
'839. 

12. Claims 1 -5 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Ford et al (US 5,486,219 hereinafter referred to as '219) in view of Tinkelenberg et 
al (EPO 107 260 A1). 

1 3. '219 discloses urea-aldehyde (aminoplast) binder precursors with an 
aldehyde/urea ratio preferably ranging from about 1 .0 to 2.0 [abstract] and comprising a 
cocatalyst consisting essentially of a Lewis acid and a salt selected from the group 
consisting of ammonium ion salts and organic amine salts [abstract]. When the organic 
amine salts are used, there will necessarily be less than 6wt% of an ammonium salt in 
the catalyst. Urea-formaldehyde is the preferred urea-aldehyde [7:32-33]. The acidic 
catalyst is chosen from a group including formic acid [13:63] which has a pK a of 3.74. 
The pH of the binder precursor should range from about 2 to about 7 [13:59-61]. 

14. The range of pH of the binder precursor in '21 9 overlaps the corresponding 
claimed range. In the case where the claimed ranges overlap or lie inside ranges 
disclosed by the prior a prima facie case of obviousness exists In re Wertheim, 541 F.2d 
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257, 191 1 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 
(Fed. Cir. 1990). 

1 5. The range of aldehyde/urea ratio in '21 9 does not overlap the claimed range of 
F/(NH 2 ) 2 of up to 0.95. 

16. Tinkelenberg teaches that it is known that formaldehyde emission can be 
reduced by using as binder a urea-formaldehyde resin or melamine-urea-formaldehyde 
resin with a low molar ratio between the formaldehyde and the amino groups (urea) 
present [page 1 lines 5-8]. Tinkelenberg discloses chipboards comprising a binder of a 
urea-formaldehyde resin with a molar formaldehyde-to-amino groups ratio between 0.25 
and 0.625 and a catalyst comprising a mixture of a latent catalyst and a strong acid 
[abstract]. This molar formaldehyde-to-amino groups ratio corresponds to a F/(NH2)2 
ratio of 0.5 to 1 .25. 

1 7. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made prepared an adhesive composition comprising a formaldehyde- 
containing aminoplast resin and a catalysing compound with a F/(NH 2 )2 ratio lower than 
or equal to 0.95 because '219 teaches that it is within the skill of the art to prepare a 
composition comprising a urea-aldehyde resin and a catalysing compound with a 
F/(NH 2 )2 ratio of about 1 .0 to 2.0 and Tinkelenberg teaches that it is within the skill of 
the art to prepare a urea-aldehyde composition with a F/(NH 2 )2 ratio of 0.5 to 1 .25. One 
would have been motivated to lower the F/(NH 2 )2 ratio of '839 to the ratio taught be 
Tinkelenberg because Tinkelenberg teach that lowering this ratio will lower 
formaldehyde emission. Absent any evidence to the contrary, there would have been a 
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reasonable expectation of success in using a lower F/(NH 2 )2 ratio in the composition of 
Ford '219. 

18. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ford et al 
(US 5,486,219 hereinafter referred to as '219) in view of Tinkelenberg et al (EP 0 107 
260 A1 ) and further in view of Wagner (US 4,282,135). 

19. '219 does not disclose acetic acid as a catalyzing compound in the binder 
precursor. 

20. Wagner discloses that aminoplast formation may be activated by known 
condensation catalysts including formic acid and acetic acid [10:4-10]. Wagner 
teaches, henceforth, that formic acid and acetic acid are functional equivalents for the 
purpose of catalyzing aminoplast formation. It is prima facie obvious to substitute art- 
recognized functional equivalents known for the same purpose. See MPEP § 2144.06. 

21 . It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have used acetic acid as the catalyst in an aminoplast binder 
precursor is low ammonium salt content and low F/(NH 2 )2 because '219 teaches that it 
is within the skill of the art to prepare an aminoplast binder precursor with a formic acid 
catalyst and Wagner teaches that it is within the skill of the art to form an aminoplast 
with an acetic acid catalyst. One would have been motivated to do this because 
Wagner teaches that formic acid and acetic acid are functional equivalents for forming 
aminoplasts. Absent any evidence to the contrary, there would have been a reasonable 
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expectation of success in using acetic acid as the catalyst in the binder precursor of 
'219. 

Response to Arguments 

22. Applicant's arguments filed 05/14/2009 with respect to the Ford patents '839 and 
'219 have been fully considered but they are not persuasive. Applicants argues that 
one having ordinary skill in the art would not have been led to prepare a composition 
with F/(NH 2 )2 ratio below 1 .0 because Applicants examples with a ratio of 0.9 have a 
lower formaldehyde potential than comparative examples with a ratio of 1.1 and 1.2. 
This argument is not convincing. Applicants appear to be contending that there are 
unexpected results from a composition with a ratio below 0.95. However, there are no 
unexpected results shown. Tinkelenberg, discussed above, teaches that a low F/(NH 2 )2 
ratio lowers formaldehyde emission (formaldehyde potential). 

23. Applicant's arguments with respect to all other rejections have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MIKE DOLLINGER whose telephone number is 
(571)270-5464. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/mmd/ 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



